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DETAILED ACTION 

1 . This application has been reviewed. Original claims 1-16 are pending. The 
rejection cited stated below. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1 -1 6 of the instant application is provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-26 of copending Application No. 10/083,594. Although the conflicting claims 
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are not identical, they are not patentably distinct from each other because the only 
difference between the two sets of claims are obvious variations (see table below). 
4. claims 1 and 7 of the instant application is compared with claims 1 and 19 of the 



co-pending application on the table below. 



Co-pending Application 10/083,594 


Instant Application 10/083,132 


Claimsl and 10: A network device 
comprising: 


Claim 1 and 7:A network device 
comprising: 


at least one network port; 


at least one network port configured to 
send and receive a data packet; 


a clock generating a timing signal; 

address resolution logic (ARL) tables 
configured to store and maintain 
network address data; and 


a clock generating a timing signal; 

address resolution logic (ARL) tables 
configured to store and maintain network 
address data; 


address resolution logic coupled to said 
ARL tables and said clock, and 
configured to search said ARL tables 
and to perform updates and inserts to 
said akl taoies cased on a learning 
function, said searching and said 
updates and inserts being performed 
concurrently during alternating slots of 
said timing signal; 


address resolution logic coupled to said 
ARL tables and configured to perform a 
search of said ARL tables based on said 
data packet, and to perform an update 
Daseu on a learning lunuiiuii, oaiu 
search and said update being performed 
concurrently during alternating slots of 
said timing signal; and 


wherein said address resolution logic is 
configured to search said ARL tables for 
a destination address based on a data 
packet received at a port of said at least 
one port, and when said search returns 
a destination address, said address 
resolution logic is configured to update 
a related record of said ARL tables 
based on said learning function. 


range calculation logic configured to 
calculate a current range of said 
search; wherein said address 
resolution logic is configured to 
determine an intended result of said 
update and to block said update 
when said intended result will move 
data out of said current range of said 
search. 
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In view of the "obviousness - type" double patenting rationale enunciated in 
Georgia Pacific Corp v United States Gypsum Co., 52 USPQ2d 1590, U.S. Court of 
Appeals Federal Circuit 1999. 

instant application claims 1 and 7 merely defines an obvious variation of the 
invention claimed in the co-pending application claims 1 and 10. 
The added limitation to claims 1 and 7 of the instant application describe a subset of all 
possible conditions being monitored in the co-pending application 1 and 10. As in the 
Georgia Pacific case, claims 1 and 7 of the instant application is merely a subset of 
claims 1 and 10 of the co-pending application claim 1 and 10. For example, the range 
calculation logic configured to calculate a current range of said search; wherein said 
address resolution logic is configured to determine an intended result of said update 
and to block said update when said intended result will move data out of said current 
range of said search as recited in claim 1 and 7 of the instant application is a subset of 
address resolution logic is configured to search said ARL tables for a destination 
address based on a data packet received at a port of said at least one port, and when 
said search returns a destination address, said address resolution logic is configured to 
update a related record of said ARL tables based on said learning function as recited in 
claims 1 and 10 of the co-pending application. Furthermore, one skilled in the would 
have readily recognize the advantage of setting range for a search in order to avoid 
indefinite continuation of such search which would take time and resource. Hence 
claims 1 and 7 of the instant application is merely subset of claims 1 and 10 of the co- 
pending application. 



Application/Control Number: 10/083,132 



Art Unit: 2157 



Page 5 



These differences are not sufficient to render the claim patentably distinct and 
therefore a terminal disclaimer is required. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also M PEP § 804. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also M PEP § 804. 

5. Claim 13 of the instant application is compared with claim 19 of the co-pending 



application on the table below. 



Co-pending Application 10/083,594 


Instant Application 10/083,132 


Claim 19, A method for performing 
searching and learning concurrently 
within a network device, said method 
comprising the steps of: 


Claim 13, A method for performing 
learning and searching concurrently in a 
network device, said method comprising 
the steps of: 


providing a network device comprising 
at least one port, ARL tables configured 
to store and maintain data related to 
port addresses of said network device, 
and address resolution logic configured 
to update and insert data into said ARL 
tables based on a learning function; 


providing a network device comprising 
at least one port for receiving a data 
packet, ARL tables configured to store 
and maintain network address data, and 
address resolution logic couple to said 
ARL tables and configured to search 
and update data into said ARL tables 
based on said data packet; 
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receiving a timing signal; 

receiving a data packet at a port of said 
at least one port; 

initiating a search in said ARL tables 
based on said packet; and 



performing said search concurrently 
with and updates to said ARL tables 
related to said learning function, said 
searches and updates being performed 
during alternating slots of said timing 
signal. 



generating a timing signal; 

receiving at least one data packet at 
said at least one port; 

initiating at least one search of said ARL 
tables based on said at least one data 
packet; 

determining a current range of said at 
least one search; 

performing an insert into said ARL tables 
based on results of any searches to said 
ARL tables to perform a learning 
function; 

performing at least one update to data 
in said ARL tables based on said 
learning; 

determining an intended result of said at 
least one update; and 

blocking said at least one update 
when said intended result correlating 
to said at least one update will move 
data out of said current range; 

wherein said at least one search and at 
least one update being performed during 
alternating slots of said timing signal. 



In view of the "obviousness - type" double patenting rationale enunciated in 
Georgia Pacific Corp v United States Gypsum Co., 52 USPQ2d 1590, U.S. Court of 
Appeals Federal Circuit 1999. 
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instant application claims 1 and 7 merely defines an obvious variation of the 
invention claimed in the co-pending application claims 1 and 10. 
The added limitation to claims 1 and 7 of the instant application describe a subset of all 
possible conditions being monitored in the co-pending application 1 and 10. As in the 
Georgia Pacific case, claims 1 and 7 of the instant application is merely a subset of 
claims 1 and 10 of the co-pending application claim 1 and 10. For example, the range 
calculation logic configured to calculate a current range of said search; wherein said 
address resolution logic is configured to determine an intended result of said update 
and to block said update when said intended result will move data out of said current 
range of said search as recited in claim 1 and 7 of the instant application is a subset of 
address resolution logic is configured to search said ARL tables for a destination 
address based on a data packet received at a port of said at least one port, and when 
said search returns a destination address, said address resolution logic is configured to 
update a related record of said ARL tables based on said learning function as recited in 
claims 1 and 10 of the co-pending application. Furthermore, one skilled in the would 
have readily recognize the advantage of setting range for a search in order to avoid 
indefinite continuation of such search which would take time and resource. Hence 
claims 1 and 7 of the instant application is merely subset of claims 1 and 10 of the co- 
pending application. 

These differences are not sufficient to render the claim patentably distinct and 
therefore a terminal disclaimer is required. 
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Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

As to claims, 2-6, 8-12 and 14-16 of the instant application, see claims of the co- 
pending application 2-9, 11-18 and 20-26 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Salad E Abdullahi whose telephone number is 571-272- 
4009. The examiner can normally be reached on 8:30 - 5:00. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Ario Etienne can 
be reached on 571-272-4001 . The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 



7 
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8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



